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Sir: 



Response 

This communication is in response to the Office Action Dated 
October 5, 2004. 

Claims 1-3, 15 and 35 are rejected as being obvious over Suzuki et 
al. in view of Mackay. 

In order to establish a prima facie case of obviousness, it is 
necessary to present evidence that one having ordinary skill in the art would have 
been led to combine the relevant teachings of the applied references in the 
proposed manner to arrive at the claimed invention. In the present case, the only 
suggestion for the proposed combination improperly stems from applicants 
disclosure and not from the isolated teachings of Suzuki et al. and Mackay. 

There is no suggestion in Suzuki et al. and Mackay to teach 
applicant's method except by a hindsight process. It is impermissible to first 
ascertain factually what applicant did and then view the prior art in such a manner 
as to select from that art only certain portions which are reconstructed to meet 
applicant's invention. It is not realistic when deciding obviousness to pick and 



choose from any one reference only so much as will support a given proposition 
and then add to another reference when there is no suggestion to do so. 

Not only must the claimed combination be considered as a whole, 
but the prior art references must also be considered in their entireties to determine 
whether they suggest the desirability of making the combination. Applicants 
structure clearly defines over the reference when considering the prior art 
disclosures as a whole. Hindsight and Applicant's teachings must therefore now 
be used to reconstruct a novel method for making the present structure. The mere 
fact that the prior art could be so modified would not have made the modification 
obvious unless the prior art suggested the desirability of the modification. 

While applicant's take issue with the proposed combination, even 
if a person of ordinary skill in the art would find it obvious to combine the 
teachings of Suzuki et al. and Mackay as suggested, the claimed features still 
would not be met. 

With regard to Claim 1, Suzuki et al. and Mackay fail to disclose 
or suggest a page object representing an ordered media attribute, a first user input 
device for selectively associating visual representations of document and page 
objects, and a second user input device for: creating page objects which is 
operative to allow selection of ordered media attributes, setting values of the 
ordered media attributes and selection of one or more pages to apply to the 
ordered media attribute(s). 

With regard to Claim 15, Suzuki et al. and Mackay fail to disclose 
or suggest a visual representation of ordered media pages to be inserted in a 
document on a display according ordered media attributes. 

With regard to Claim 35, Suzuki et al. and Mackay fail to disclose 
or suggest displaying a visual representation of ordered media pages to be inserted 
into a document on a display according to ordered media attributes. 

For these reasons, applicant's respectfully submit that Claims 1-3, 
1 5 and 35 are not obvious over Suzuki et al. in view of Mackay and withdrawal of 
the rejection is hereby requested. 

Claims 4-5, 16 and 36 are rejected as being obvious over Suzuki et 
al. in view of Mackay and further in view of Quinion. 

As the Applicant's have already demonstrated, a combination of 
Suzuki et al. and Mackay doesn't obviate the claimed invention because of the 



lack of motivation in either of these references to make the combination, and 
because the combination doesn't teach or suggest all of the claimed invention. 
Claims which further depend on this combination are therefore not obvious. 
Further combining of Quinion is the utilization of impermissible hindsight to try 
to reconstruct the present claimed invention. 

Claims 6-14, 17-34, and 37-54 are rejected as being obvious over 
Suzuki et al. in view of Mackay and further in view of Sklut et al.. 

As the Applicant's have already demonstrated, a combination of 
Suzuki et al. and Mackay doesn't obviate the claimed invention because of the 
lack of motivation in either of these references to make the combination, and 
because the combination doesn't teach or suggest all of the claimed invention. 
Claims which further depend on this combination are therefore not obvious. 
Further combining of Sklut et al. is the utilization of impermissible hindsight to 
try to reconstruct the present claimed invention. 



not obvious over the combined teachings of Suzuki et al., Mackay, Quinion, and 
Sklut et al. and withdrawal of the rejection of these claims is respectfully 
requested. 
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In view of the above reasons, it is submitted that claims 1-54 are 



Respectfully submitted, 




